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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. ■ , m 6 




1 )[3 Responsive to communication(s) filed on 08 December 2003 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) H Claim(s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) 18-30 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1-17 and 31 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 3) [S] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 
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The closing ")" is missing after "poly(DL-lactic acid" in line 3 of claim 7. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matterwhich the applicant regards as his invention. 

Claims 3-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The recited molecular weight is indefinite in not specifying a particular average 
molecular weight such as a number or weight average molecular weight. 

Applicant states that the claims refer to the weight average molecular weight, but 
claims do not recite said weight average molecular weight, and such statement has no 
support in the originally filed specification. See Ex parte Simpson, 61 USPQ2d 1009 
and enclosed copies of pages 32-33 of Polymer Science Dictionary, 2 nd Ed. by Mark 
Alger, Chapman & Hall, 1 997 wherein various average molecular weights are taught. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

(e)the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 31 is rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Domb et al (US 6,007,845). 

The copolymer particles of Domb et al is biodegradable, and thus the instant 
invention lacks novelty. 

Claims 1-15, 17 and 31 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Cha et al (US 5,702,717). 

Cha et al teach the instant thermogelling biodegradable aqueous polymer 
solution of ABA or A(BA)n block copolymer in abstract and at col. 7, line 31 to col. 1 0, 
line 24. Thus, the instant invention lacks novelty. 

Claims 1-17 and 31 are rejected under 35 U.S.C. 103(a) as obvious over Cha et 
al (US 5,702,717) in view of Domb et al (US 6,007,845), 

The instant invention further recites a cell over Cha et al. However, the utilization 
of the cell as a bioactive agent is well known as taught by Domb et al (col. 11, lines 41- 
44). 
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It would have been obvious to one skilled in the art at the time of invention to 
utilize the art well known cell taught by Domb et al in Cha et al since Cha et al teach 
employing various bioactive agents and drugs. 

Claims 1, 3-15 and 17 are rejected under 35 U.S.C. 102(e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Rathi et al (US 6,004,573). 

Rathi et al teach the instant thermogelling biodegradable aqueous polymer 
solution of ABA block copolymer in abstract and examples and at col. 1 , lines 7-24, col. 
6, line 31 to col. 11, line 67. Various anti-cancer agents are aught at col. 12, lines 28- 
42. Thus, the instant invention lacks novelty. 

Claims 1 and 3-17 are rejected under 35 U.S.C. 103(a) as obvious over Rathi et 
al (US 6,004,573) in view of Domb et al (US 6,007,845), Prokop (2003/0035838) or Cha 
etal (US 5,702,717). 

The instant invention further recites various anti-cancer agents such as taxol and 
a cell and polyester blocks such as poly(e-caprolacotne) over Rathi et al. However, the 
utilization of such agents is well known as taught by Domb etal (cells, col. 11, lines 41- 
44), Prokop ([0061]) or Cha et al (col. 10, lines 17-23). Cha et al also teach various 
biodegradable polyester blocks at col. 7, lines 39-48. 

It would have been obvious to one skilled in the art at the time of invention to 
utilize the art well known drugs taught by Domb et al, Prokop or Cha et al in Rathi et al 
since Rathi et al teach employing various bioactive agents and drugs or to utilize 
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various biodegradable polyester blocks of Cha et al in Rathi et al since Rathi et al teach 
the use of a biodegradable polyester block and since Cha et al teach and equate the 
biodegradable polyester block of Rathi et al and other biodegradable polyester blocks 
absent showing otherwise. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H Yoon whose telephone number is (571) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 

Tae HY«Son 
Primary Examiner 
Art Unit 1714 

THY/January 5, 2004 



